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REMARKS 

Claims 1-27 are pending in the application. Claim 13 is objected to under 
35 U.S.G. §112 and claims 1-27 are rejected under 35 U.S.C §l03(a) as being 
unpatentable over the admitted prior art, as described in the written description of 
the specification. 

The Examiner has also deemed the executed Declaration and Power of 
Attorney fbr Patent Application ("Declaration") defective because, according to 
the Examiner. It does not conectfy Identify the specjflcation to which the 
Declaration is directed. This assertion is apparently based on two numbers 
being transposed in the application number supplied In the Declaration 
(10/074,950 Instead of 10/047,960), which was filed after the filing date of the 
application. Notwithstanding two numbers being transposed the Declaration 
othenwise conectly Identifies the application to which the Declaration is directed 
by a) title, b) attorney docket numbers and c) flllng date, all of which are 
identically contained in the Filing Receipt and Updated Filing Receipt. 

37 C.F.R. §1. 63(b)(1) requires that an oath or dedaration "IdentHy the 
application to which it is directed;" MPEP §602.02 delineates that it is p/eferaWe 
that the application be identified in the oath or declaration by application number 
and filing date but these are not required. 

MPEP §602.VI. allows for specific combinations of Information to be 
supplied in an oath or declaration filed after the filing date of the application to 
Identify a specification. Compliance with any one of the listed items will be 
accepted as complying with the identification requirement of 37 C.F.R. §1.63. 
The listed items Include, among others, a) application number, b) serial number 
and filing date, c) attorney docket number which was on the specification as filed 
and d) title of the invention which was on the specification as filed and 
accompanied by a cover letter accurately identifying the application for which it 
was intended by either the application numbeyr serial number and filing date. 

In this respect, the Declaration filed by applicant on June 7. 2002 supplied 
an erroneous application number that had two numbers transposed In the serial 
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number portion of the application number (10/074.950 instead of 10/047,950). 
This peclaration also included a oonwt filing date (01/15/2002) and an attorney 
docket number (9D-ED-1 9976/064853^40). the first portion of which was on the 
specification aa filed in the upper left hand comer (9D-ED-19976). Additionally, 
this Declaration supplied a title of the invention (Method and Apparatus for 
Managing the Delivery and Retum of Goods), which was on the specification as 
filed and the Declaration when filed was accompanied by a cover letter 
accurately identWying the application for which it was intended by either the 
application number, or serial number and filing date. The Declaration when filed 
was accompanied by a Transmittal Fomi, a copy of which is attached hereto, that 
Identifies the application for which the Declaration was intended by a) a connect 
application number (10/047,950). a con-ect filing date (01/15^002) as well as the 
attorney docKet number (9D-ED-1 9976/064853-040). Moreover, applicant 
included a copy of the Notice to File Missing Parts, a copy of which is attached 
hereto, with the Declaration and Transmittal Fomn. The Notice contains Identical 
information with respect to the application number, filing date and attorney docket 
number as found in the Declaration and Transmittal Form with the only exception 
being the two transposed numbers noted above. 

To further corroborate that the Declaratbn clearty identifies the 
specification to which it is directed, applicant points out that an unsigned 
declaraition was filed with the application on January 15, 2002 that included the 
names of the inventors and the title of the inventfen, which was on the 
specification as filed. This information would be In compliance with the 
identification requirements of 37 C.F.R. §(b)(1)'had the declaration been 
executed on filing. The later filed and executed Declaration contains the same 
inventors and title, attorney docket number, application number and filing date. 
This Declaration's only flaw was the transposition of two numbers in the 
application number, which would be clearly evident to someone reviewing the file 
history associated with this application. 

In view of the above Intrinsic evidence, applicant respectfully submits that 
a conspicuous typographical error in the originally filed Declaration (10/074,950 



-11- 

PA6E14l22'RCVDAT1IV7l2llll43;02:S5PM[Eastern'l^^ 



OCT-07-04 15:05 FROM-BEUSSE BROWNLEE ET AL 



4078267720 



T-174 P. 15/22 F-991 



instead of 1 0/047.950) does not alone constitute a substantive defect in that 
Declaration. Applicant believes that notwithstanding this one typographical en^or. 
the intrinsic evidence discussed ahove overwhelmingly demonstrates that the 
Dedaraflon unambiguously identifies the application and specification to which it 
is directed. Thus, applicant respectfully requests that the Examiner withdraw his 
requirement for a new oath or declaration. 

Applicant has amended daim 13 so that it depends from claim 12, and this 
should remove the basis for the objection regarding daim 13. 

Applicant traverses the rejection of claims 1-27 under 35 U.S.C. §1 03(a). 
For the fbllowlhg reasons, applicant respectfully submits that the Examiner 
has failed to establish a prima fecie case of obviousness as detailed in MPEP 
§§2142 and 2143. 

The Examiner rejects daims 1-27 under 35 U.S.C. §103(a) as being 
unpatentable over the "admitted prior art, as described in the written description 
of the specification." without specifically identifying any portion of the 
specification that allegedly constitutes prior art (Office Action, page 3). With 
respect to this contention, applicant has not labeled, Identified or othenwise 
designated any of the description of the subject matter In the application as -prior 
art", (see; MPEP §§ 2129 1, and II.). Applicant is unable to determine with 
specificity what the Examiner asserts Is "prior art" in the Bacltground of the 
Invention section, or elsewhere, in support of his rejection. Applicant requests 
that whatever the Examiner believes to be prior ait be specifically identified so 
applicant may formulate a response. 

The Examiner then goes on to suggest that stpplicant has described the 
present invention as being "msi^ a method of using conventional, well Known 
computer equipment in ortler to implement and effect an automated method for 
accomplishing the same well k nown results as had heretofore been 
aM;omplisheri \/ia mflr^ual means " (emphasis adofecf; Office Action, page 3). A 
cursory reference is made to the Background of the Invention as presumably 
providing examples of the "same wejl known results as had heretofore been 
accomplished via manual means" without specifically identifying any. 
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Applicant points out that the Background of the Invention describes 
information setting the reaHife problems encountered by the assignee of the 
present invention while purveying goods in the marKet place and the thought 
processes undertaken by the Inventors for recognizing and solving those 
problems. Applicant submits that subject matter described in the Background of 
the Invention, or elsewhere in the application, should not be construed as "prior 
art" absent an express admission, labeling or other designation by applicant, 
which Is clearly not the case. Thus, the Examiner may not use a cursory 
reference to the Background of the Invention as constituting the necessary prior 
art upon which the obvtousness rejection of claims 1-27 under 35 U.S.C. §1 03(a) 
Is based without specifically identifying the prior art and why it is prior art. 

With respect to the Detailed Description of the Invention, the Examiner 
rejects claims 1-27 under 35 U.S.C. §103(a) as being unpatentable over the 
admitted prior art. as described in the written description of the specificatipn." 
without specifically Identifying any portton of the specification that is allegedly 
prior art (Office Acttan, page 3). Again, applicant is unable to determine what the 
Examiner asserts Is "admitted prior art" in the Detailed Description of the 
Invention and requests that the Examiner specifically identify what is contended 
to be "prior arf In this section. 

Applicant acknowledges that the Detailed Descriptton of the Inventton 
makes reference to some known techniques and pieces of hardware or software 
that may be used to Implement exemplary embodiments of the inventton. For 
example, a database 14 may be accessed using known techniques (page 9, lines 
1 2-1 6); data entry may be accomplished by any conventional means (page 9, 
lines 20-22); data 30, 32 may entered, stored and managed using commeroially 
available database software (page 9, lines 22-24); barcodes may be generated 
using oommercially available software (page 10, lines 16-16); data may be 
entered Into a computing device 18 using known techniques (page 11. lines 18- 
20); device 18 may be configured with commercially available hardware and 
software to capture a cursive signature (page 13, lines 22-24); data from device 
18 may be transmitted via telecommunications medium 18 or other conventional 
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methods (page 13, lines 26-28); commercially available scheduling software may 
be used (page 14, lines 25-27): and commercially available software may be 
used to generate arvl print barcodes (page 14, lines 27-29). 

However, the economically desirable fact that aspects of applicant's 
Invention may be implemented using the above Identified, commercially available 
components does not render applicant's invention to be ^.. merely a method of 
using conventional, well known computer equipment in order to implement and 
effect an automated method for accomplishing the same wp|| Knpwn results ^& 
had heretofore ^een accQmp l jfthed via ma nual means* {emphasis added; Office 
Action, page 3). The Examiner has not expressly identified any specific subject 
matter In the Background of the Invention or the Detailed Description of the 
Invention that constitutes " ^hB same well known results as had heretofore beep 
ar-compiished yja manual means" . The fact of the matter is that the so called 
manual means could not realistically provWe any systematic technkiue that would 

have allowed the assignee of the present Invention to conduct business 
operations In an economically efficient manner, and thus enabling to effectively 
compete In a evernmore gtobalized business environment. 

To establish prima facie obviousness of a claimed inventton, all the daim 
limitations must be taught or suggested by the prtor art. MPEP §2143.03. The 
Examiner has not met this burden. The Examiner provWes no factual basis 
supporting his position that every element recited In claims 1-27 achieves a 
heretofore known result pravkiusly accomplished by manual means other than 
applicant's own description of the inventktn. 

Further MPEP §§2142 and 2143 outline that there must be some 
suggestion or motivation, either in the references themselves or in the knowledge 
generally available to someone of ordinary skill in the art, to modify the reference 
or combine reference teachings. There must be a reasonable expectation of 
success and the prior art reference or references must teach or suggest all the 
claim limitatkins. The teaching or suggestion to make the claimed combinatton 
and the reasonable expectation of success must both be found In the prior art, 
and q^t leased on fippiiftanf s disclosure (emphasis added). 
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In this respect, the Examiner identifies no prior art sources for the 
motivation that would be required by one sKilled in the art to arrive at the 
invention as ciaimed other than the Examiner's personal assertion that the 
motivation is \.. simply to improve the efficiency of the Infomnation management 
process pertaining to the transport of a product between a point of origin and a 
point of destination by reducing the amount of manual effort required..." 
{fimphasis siddad; Office Action, page 3). To begin with, If s not clear to applicant 
what constitutes "the information management process" and clarification Is 
requested from the Examiner. The fact of the matter Is that prior to the present 
Invention there was no Information management process. If anything there was 
a disarray of Infbmiatlon that often resulted In costly and time consuming 
duplicative efforts in connection with the vast number of logistical details Involved 
in the process of shipping thousands (If not millions) of consumer goods. 

Further, absent an Identification of any prior art source for the suggested 
motivation, the factual basis for this motivation could only have been derived 
from the Examiner's personal l<nowledge of the prior art. Consequently, in 
accordance with 37 C.F.R. §1 .104(d)(2) applicant respectfully requests an 
affidavit from the Examiner with respect to the factual prior art basis supporting 
the Examiner's assertion that one skilled in the art would be so motivated. 

Moreover, the Examiner concludes "... it would have been obvious to one 
of ordinary sl^ill In the art. at the time of the Invention, to have nrnxlifled me 
conventional manual method of mana ging information pertaining to the transport 
of a product between a poipt of orig in and a point of dastination. ..." (emp/)as/5 
added: Office Action, page 3). Applicant is unable to ascertain what constitutes 
"the conventional manual method' characterized by the Examiner or why such 
method forms the basis for rejection claims 1-27 under 35 U.S.C. §103(a). 
Consequently, in accordance with 37 C.F.R. §1.lCM(d)(2) applicant respectfully 
requests an affidavit from the Examiner with respect to what prior art reference 
the Examiner considers to define ihe conventional manual method" used by the 
Examiner in his rejection. 
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In general, the present invention as delineated in Independent claims 1 
and 14. and dglms depending there from, is a miibod for managing electronic 
data over a telecommunications system where the data relates to the transport of 
a product between two locations. Similarly, Independent claim 20, and claims 
depending there from, delineates a system for managing the transport of the 
product The delineated method and system set forth a unique combination of 
structural and/or operational relationships that result in more reliable and cost- 
efRclent business operations In an ever-more competitive business environment, 
such as the one where the assignee of the present invention operates. The fact 
that the claimed structural and/or operationa! relationships are computer-based 
should not denigrate the present invention. In a practical business environment, 
the claimed method and system could not be realistically Implemented as "... 
conventional manual methods..." as suggested by the Examiner and therefore 
could not accomplish "...the same well Known results as had heretofore been 
accomplished via manual means..." as concluded by the Examiner. 

The concepts of the present Invention are defined in the methods and 
system of claims 1-27. The invention as so defined does not lie in the ability of 
one skilled in the art to implement a computer-based methodology, which seems 
to be the Examiner's sole contention without consideration of the claimed 
methods or system themselves- 

tt is also well settled that the Examiner may not rely upon hindsight to 
arrive at the detennlnation of obviousness. "To imbue one of ordinary skill in the 
art with knowledge of the Invention In suit, when no prior art reference or 
references of record convey or suggest that knowledge, is to fall victim to the 
Insidkius effect of a hindsight syndrome, wherein that which only the Inventor 
taught is used against its teacher. W.L. Gore & Assocs. v. Gartook. inc.. 220 
USPQ 303. Applicant believes that the Examiner has fallen victim to this 
hindsight analysis trap by holding every element taught by applicant and claimed 
in claims 1-27 against the applicant The Examiner concludes that applicant's 
Invention would have been obvious to one skilled in the art without kjentifying 
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one prior art reference other than a vague reference to the applicant's own 
description of the invention as defined in those claims. 

In view of the above, applicant submits that the Examiner has failed to 
establish a prima facie case of obviousness, as detailed in IVIPEP §§2142 and 
2143. As reasoned in the foregoing remarks, the Examiner has ^iled to 
specifically identity the prior art on which the Examiner bases his rejection and 
further has tailed to identify the prior art from which one skilled in the art would 
have been motivated to arrive at the invention as claimed. 

Consequently, applicant respectfully requests reconsideration of the 
merits of this invention and asserts that, based on the art of record to date, 
previously presented claims 1-27 are in condition for allowance. Notice to that 
effect is respectfully requested. 

The Examiner is invited to call applicant's representative at the number 
below to discuss any aspects of this application to move it more expeditiously to 
allowance. 

DATED this 7'" day of October. 2004. 




Respectfully submitted, 



NormairA. Nixon, Esq^ 
Registration No. 33,573 
Beusse, Bnawnlee, Wolter. Mora & Maire, P.A. 
390 North Orange Avenue, Suite 2500 
Oriando, Florida 32801 
Telephone: (407) 926-7709 
Facsimile: (407)926-7720 
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